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3711 


MAIL STOP APPEAL BRIEF - PATENTS 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

AMENDED BRIEF FOR APPELLANT 

Dear Sir: 

COMES NOW the Appellant to present this Amended Brief in support of the 
appeal of the final rejections of Claims 28 and 30 - 36 in the above-captioned patent 
application. The Notice of Appeal was timely filed on April 11, 2006 and the Brief was 
originally filed on June 12, 2006. Amendment was required and the Amended Brief is 
due September 24, 2006. In accordance with the requirements of 37 C.F.R. § 41.37, 
Appellant submits herewith three copies of the Amended Appeal Brief. Payment of the 
fee for filing this Brief of $250 as required by 37 CFR § 41.20 (b)(2) is from Deposit 
Account No. 502079. 

For the reasons set forth in this Amended Brief Appellant submits that the 


GREENVILLE 226342vl 


Page 1 of 17 


Atty, Dkt. No. 032714.00004 

rejection of each claim is in error and respectfully requests review and reversal of the 
rejections. 
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APPEAL FROM THE FINAL REJECTION OF 1/23/06 

I . Real Party of Interest: 

The real party of interest is the inventor, Robert Keith Salsman. 

I I . Related Appeals and Interferences: 

There are no other appeals or interferences known to the Appellant which 
affect or will be affected by the Board's decision in this appeal. 

III. Status of Claims: 

A total of 36 claims have been submitted. 

Claims 1-27 and 29 have been canceled. 

Claims 28 and 30-36 are pending in the application. 

Claims 28 and 30-36 stand rejected under 35 USC 103 (a) as being 
unpatentable over Whelan, et al (3,954,263) in view of Anderson (5,890.976), Chang 
(6,402,636), Fleischer (5,984,808) and Lutz (5,744,549). 

Claims 28 and 30-36 are being appealed. 

IV. Status of Amendments: 

All amendments have been entered and acted upon. 

Appellant's Amendment under Rule 116 (b) mailed on March 15, 2006 to 
provide proper antecedents in claims 31 and 36 was entered for the purposes of appeal 
in the Advisory Action mailed April 3, 2006. 

V. Summary of Claimed Subject Matter: 
Independent Claim 28 

A preferred embodiment and best mode of the invention is shown in Figure 5 and 
is described in Example 8 on page 10. A polytetrafluoroethylene tape 114 backed with 
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a pressure sensitive adhesive forms tfie friction reducing surface upon which ball 5 
(shown in partial section) rests. The steps of claim 28, namely, forming a layer 
consisting of a friction reducing polymer; shaping a surface of the tee for supporting the 
ball by forming a central depression in said ball support surface, and securing said 
friction reducing layer are described in the Example. 
Dependent Claim 30 

Dependent Claim 30 depends from claim 28 and adds the grouping of fluorinated 
(friction reducing) polymers that is described on page 4, lines 10-17. 
Independent Claim 31 

The improved tee of the invention is further claimed and specified in claim 31. 
The tee includes, referring to Figure 4, a head 14, a configured upper surface 
comprising a ball support surface; a shaft (13) supporting said head; and a friction 
reducing polymer forming the surface layer (12) covering the support surface. Figure 5 
also shows a cover 114 with support member 112. The tee configuration adds extra 
yards to the flight of balls that are struck with the same force from Appellants tee when 
compared to those driven from a surface without the friction reducing support layer. 
This is described in the Tests on pages 12 and 13. 
Independent Claim 32 

The claimed invention is a method for increasing the distance a golf ball 
may be driven by reducing the surface friction of the ball support surface of a golf tee. 
This is accomplished by providing a ball support surface that consists essentially of a 
polymeric material having a coefficient of friction at least as low as that of 
polytetrafluoroethylene. Reference is made to the specification, page 2, lines 16-22 and 
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to the description on page 4, line 4 to the bottom of the page and on to page 5, lines 1- 
4. The properties of the fluoropolymers are described as being a standard for providing 
low friction surfaces. The fluoropolymer tape or cover for the support surface is shown 
as 114 in Figure 5. On page 10, in Example 8 a description of the tape is given. The 
improved results are described in the Tests beginning on page 12 and continuing to 
page 13. 

Dependent Claim 33 
Dependent claim 33, a claim depending on claim 32 states that the friction 
reducing surface is provided by a conforming cover layer as described in Example 8, 
page 10 in which the forming and applying steps are described. 
Dependent Claim 34 
Dependent claim 34 adds that the cover is adhered by an adhesive. This is 
described in the first line of Example 8, page 10, 
Dependent Claims 35 and 36 
Dependent claim 35 and 36 state that the cover or tape is cut to fit the tee and 
has an adhesive on one side as described in the last line, page 10 and first line, page 
11. 

VI . Grounds of Rejection to be Reviewed: 

In the Final Office Action mailed January 23, 2006 all claims, namely, 
claims 28 and 30-36, were rejected under 35 USC 103(a) as being unpatentable over 
the Whelan, in view of the Anderson, Chang, Fleischer, and Lutz reference. Reference 
was made that the basis of the final rejection could be found in Office Actions mailed 
August 23, 2004 and August 9, 2005. Whelan is the primary reference which is 
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combined with each of the secondary references making a total of four grounds 
depending on whether the references are applied individually or collectively. 
The Whelan Reference 

The primary reference, Whelan et al., is said to disclose "a golf tee including a 
ball support surface wherein the tee is provided with a surface layer for protecting the 
tee." Attention is directed to column 1, line 65 through column 2 line 4 and Column 2 
line 43-45 stating that the surface layer is applied as a coating and may be made from 
various materials. "However, Whelan et al. lacks the teaching for the coating to be first 
formed as a layer before application to the tee." (Examiner's statement) 

1) The Rejection of All Claims on Whelan in View of Anderson 

The Anderson reference is combined with Whelan to show a golf tee construction 
that includes a surface layer, the surface layer being a depth gauge applied to the shaft 
of the tee. 

2) The Reiection of All Claims on Chang 

Chang discloses a golf club in which the driving face is provided with a slippery 
substance such as fluorinated polymer to reduce spin when a ball is struck. The 
rejection is that it is old to use polytetrafluoroethylene in golf equipment. 

3) The Reiection of All Claims on Fleischer 

In Fleischer a strip of flexible material having polytetrafluoroethylene (PTFE) on 
one surface is wrapped around a golf ball and one end of the strip is attached to a tee 
upon which the wrapped ball is placed. The purpose is to achieve a straight drive. The 
rejection is that it is old to use PTFE in golf equipment. 
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4) The Rejection of All Claims on Lutz 

Lutz includes a fluorinated polymer in a golf ball cover composition. The 
rejection is that it is old to use such polymers in golf equipment. 
VII. Argument: 

Appellant's position is that the Examiner has made an error by improperly 
combining references in order to reject appellant's claims as being obvious. The 
statute, 35 USC 103, is well-known to the Board and has been reproduced by the 
Examiner in the Office Actions and does not need repeating here. Likewise, the four- 
part obviousness test set forth in Graham v. John Deer Co. , 383 U.S. 1.17 (1966) is 
also well-known and need not be reproduced in detail. Below is an application of the 
test to the present case: 

1 ) The scope and content of the prior art can be said to be 
represented by the citations of record made by the Examiner. 

2) The difference between the prior art and the claimed 
invention is that the prior art may show various applications of fluorinated 
polymer in golf equipment but in golf tee design it does not show that a 
friction reducing material forms any part of a golf tee and certainly not any 
part of the ball support surface. 

3) The level of skill in golf tee design demonstrated by Whelan, 
Anderson, and Fleischer is not a low level of skill and patents were 
awarded for making a tee of molded and coated grass seed (Whelan), 
applying a depth gauge on a tee shaft (Anderson), and providing a ball 
guide means (Fleischer). Appellant's level of skill, demonstrated by his 
friction reducing ball support surface is at least as high as any of the 
foregoing. In fact, Appellant had to undertake a number of experiments as 
shown in Examples 1-7 and 10 on pages 7-11 before arriving at his 
preferred embodiment. Clearly, successfully putting a friction reducing 
surface on a golf tee is not readily accomplished. 

4) As a secondary consideration, appellant has satisfied a long 
felt need by adding yards to the distance a golf ball may be driven. The 
need is satisfied by a relatively inexpensive tee. 
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The Grounds of Rejection 

Since in the final rejection and in prior rejections the Examiner has treated the 
four secondary references collectively, i.e., each is just another example of PTFE used 
in prior art golf equipment in combining them with Whelan, Appellant below treats 
Whelan in view of the secondary references as one ground of rejection for all claims 
with the exception of claim 32 as noted below. In examining the references below it will 
be clear that they cannot be properly combined with Whelan. Specifically: 

There is No Anticipatory Prior Art 

To repeat, the most important fact about the prior art is that no golf tee was found 

having a friction reduction surface or a polytetrafluoroethylene support surface. In view 

of the number of references cited reflecting the substantial searching that was done, it is 

quite clear that It has never occurred to anyone to put such a surface on a golf tee. The 

prior art is a tee having a surface of a single material that either forms or covers the 

entire tee from shaft to head. This is typically a solid wooden or plastic tee that may be 

the grass seed filled tee of the primary Whelan reference in which polyurethane or mica 

uniformly covers the entire surface of the tee. None of the prior art surfaces are friction 

reducing. Appellant has discovered that by providing a ball support surface with a 

friction reducing polymer that a ball placed thereon may be driven a greater distance. 

There is no Suggestion Nor Motivation to Combine The Primary Reference With 
the Secondary References 

Appellant submits that, Whelan et al., the primary reference, can not be properly 
combined with the cited secondary references. The title to the Whelan patent says it all: 
"Growth Material and Growth Tee." The abstract of Whelan states that the invention is: 

"An improved golf tee for being used upon a golf course; the tee 
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being made of a substance such as grass seed or plant food ..." 
The tee in Whelan is molded from grass seed. Whelan states that it can be coated with 
polyurethane or mica. The purpose of the coating is to retard decomposition and 
maintain structural integrity until the gro\A/th tee is either broken or cut. There is a total 
absence in Whelan of any description of a ball support surface nor is there any 
description of the polyurethane other than it is a coating "so that the decomposition 
process will not take place." (column 1 , line 66). No other function of the polyurethane 
is taught. In fact, in Whelan's two claims, polyurethane is not even mentioned but a 
water-proof exterior coating and mica are. One skilled in the art cannot derive from 
Whelan any other purpose for a coating than to hold grass seed or plant food together. 
Nothing more is taught or even suggested by Whelan. 

All Claim Limitations are not Shown When APDlvina the References Either Individually 
or Collectively 

In MPEP § 706.02 (j) it is stated that to establish a prima facie case of 

obviousness three basic criteria must be met: 

"First there must be some suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of 
ordinary skill in the art, to modify the reference or to combine reference 
teachings. Second, there must be a reasonable expectation of success. 
Third, the prior art references (or reference when combined) must teach 
the claim limitations." 

The Whelan/Anderson Combination 

In forming a rejection under 35 USC 103 the Examiner first combines the 

Anderson reference with Whelan. None of the four figures of Anderson nor the 

description in Anderson show a cover or a layer applied to the ball support 

surface of a tee. It is the shaft of the Anderson tee that has a cover not the ball 


GREENVILLE 226342vl 


Page 10 of 17 


Atty, Dkt. No. 032714.00004 

support surface. The layer on the shaft has rulings or markings to act as a gauge 
to determine the depth to which the tee is inserted into the ground. This should 
be characterized as a jacket, not a layer or cover. The steps of Appellant's 
invention in claim 28 require the forming of a layer consisting essentially of a 
friction reducing polymer material, shaping a surface of the tee to support a ball; 
and securing said friction reducing layer to the shaped surface. Neither 
reference shows these limitations. There is no layer for the ball support surface, 
no shaping of a friction reducing surface and no securing of the layer. Clearly, 
neither Anderson nor Whelan show any motivation toward developing a "method 
for increasing the distance a golf ball may be driven" and neither mentions the 
use of a friction reducing polymer or a friction reducing surface of any kind. 
Thus, obviousness is not established by Whelan and Anderson. The same is 
true for all of Appellant's claims. 
Claim 32 

Claim 32 does not specifically require a cover or a layer. Claim 32 
requires a friction reducing surface and likewise this limitation for a ball support 
surface is not found in the cited references. This limitation is missing in the cited 
prior art. 

The Whelan/Chana Combination 

In the Chang reference, polytetrafluoroethylene is mentioned; but it is used for a 
club hitting surface comprising sintered material that is impregnated with a lubricant 
such as polytetrafluoroethylene (PTFE) so that the striking surface of the head will be 
more slippery and therefore less likely to impart spin to the golf ball and produce a hook 

GREENVILLE 22634 2vl 

Page 11 of 17 


Atty. Dkt. No. 032714.00004 

or slice. Distance is not mentioned. A straight ball is the purpose. The required 
limitations are not shown. Limitations are missing as there is no forming of a layer, 
shaping of a surface, or securing the layer to a tee. 
The Whelan/Fleischer Combination 

In the Fleischer reference, PTFE is used in an elongated strip of flexible sheet 
material wrapped around the golf ball as it is placed on a tee to guide the ball as it is 
being struck. The material as it unwinds keeps the ball on a straight path. Again, the 
limitations of Appellant's claims are missing. 
The Wtielan/Lutz Combination 

In the Lutz reference a golf ball cover is disclosed that may be a fluorinated 
polyurethane for surrounding a golf ball core. The purpose here is to provide a cover 
that is abrasion, soil, and weather resistant. Spin may be changed as in the Chang 
reference. There is no mention of distance and no motivation or suggestion to use the 
ball cover material in a tee. In fact, Lutz uses the fluorinated polyurethane to make the 
ball cover more durable. Whelan uses the polyurethane to make a cover that can be 
ruptured to dispense the grass seed. Thus, in addition to a lack of all limitations, there 
is a teaching away from combination rather than a teaching to combine. 
Conclusion 

Appellant, in conclusion, would like to point out that: 

1 ) None of the references show nor suggest a method for increasing the 
distance that a golf ball is driven. (All of Appellant's claims have this as their purpose.) 

2) None of the references show nor suggest the claim limitation of a polymer 
surface layer formed from friction reducing material that is applied to a golf tee ball 
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support surface. Claim 32 requires tliat a friction reducing support surface be provided 
and tliis limitation is missing. 

3) None of the references show or suggest the limitation of forming a 
conforming or shaped cover layer for a ball support surface where the cover layer is 
made from a friction reducing polymer. Claims 28 and 33 are specific to this limitation. 

4) None of the references show or suggest a shaped friction reducing cover 
for a golf tee or support surface where an adhesive is on one side of the cover. Claims 
34, 35 and 36 have this limitation. 

Appellant submits that the primary reference, the Whelan patent, teaches a 
molded grass seed tee and does not suggest anything about the problem of friction on a 
golf ball support surface. In fact, none of the cited references even recognize that 
friction on the ball support surface is of any consequence and do not mention such. 
There is no motivation to combine teachings. However, in a clear case of hindsight 
reconstruction, the Examiner has tried to say that since a polymer such as polyurethane 
is used as a coating on a grass seed tee that it would then be obvious to take the 
friction reducing polymer mentioned in other references and incorporate it in a surface 
layer of a tee. None of the references suggests or mentions that polyurethane or any 
polymeric cover is a desirable material for a support surface layer of a golf tee. There is 
a complete failure to show that Appellant's invention is obvious because the required 
limitations are not present in the cited prior art. Accordingly, Appellant respectfully 
requests that the final rejection of his claims be reversed and that his claims be allowed. 
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VIII. Appendix of Claims: 

28. (Previously Presented) A method for increasing the distance a golf ball 
may be driven by reducing the surface friction of the ball support surface of a golf tee 
comprising the steps of: 

a) forming a layer consisting essentially of a friction reducing 
polymeric material; 

b) shaping a surface of the tee for supporting the ball by 
forming a central depression in said ball support surface, said depression 
having a circumference substantially less than that of a golf ball, said 
depression having a peripheral rim upon which the golf ball is supported; 

c) securing said friction reducing layer of a friction reducing 
polymeric material to said shaped surface; 

d) whereby a golf ball driven from said friction reducing layer 
travels a measurably longer distance than a ball driven from a surface 
without said friction reducing material. 

29. (Cancelled) 

30. (Previously Presented) The method of claim 28 wherein the polymeric 
material is a fluorinated polymer selected from the group consisting of: 
polytetrafluoroethylene, fluorinated ethylene-propylene copolymers, perfluoroalkoxy 
polymers, and ethylene/tetrafluoroethylene copolymers. 

31. (Currently Amended) An improved composite, — muiit i componont 
mu l t i componont golf tee comprising: 

a) a head including a configured upper surface comprising a 
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golf ball support surface; 

b) a shaft for supporting said head, said shaft being insertable 
into the ground; 

c) a friction reducing polymer having a surface friction at least 
as low as that of polytetrafluoroethylene forming a surface layer covering 
said support surface, said surface layer conforming with the shape of said 
support surface; and^ 

d) said surface layer providing is the only contact surface 
supporting the ball on the tee thereby allowing the ball to be driven a 
measurably greater distance than a ball driven from a tee without said 
surface. 

32. (Previously Presented) A method for increasing the distance a golf ball 
may be driven from a tee comprising the step of: reducing the surface friction of a ball 
support surface of the tee by providing a ball support surface consisting essentially of a 
polymeric material having a coefficient of friction at least as low as that of 
polytetrafluoroethylene. 

33. (Previously Presented) The method of claim 32 wherein the step of 
reducing the surface friction of the ball support surface comprises: 

a) forming a conforming cover layer for the support surface of 
said tee, said covering layer consisting essentially of a friction reducing 
polymer having a surface friction at least as low as that provided by 
polytetrafluoroethylene; and, 

b) applying said cover layer to said ball support surface to form 
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a composite tee; whereby when a ball is placed on said tee it may be 
driven a measurable distance there from which is greater than the 
distance a ball can be driven from a tee not so covered. 

34. (Previously Presented) The golf tee of claim 33 wherein said cover is 
adhered to said support surface by an adhesive. 

35. (Currently Amended) The golf tee of claim 31 wherein said surface 
layer comprises a shaped sheet adhered to said upper surface[[;]] ^ 

36. (Currently Amended) The golf tee of claim 31 wherein said surface laver 
is a mu l t i component shaped sheet having one s i de comprised of an adhesive 
comprising said polvmer and an adhesive on one side thereof . 
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IX. Evidence Appendix 

Appellant has submitted no evidence. 

X. Related Proceedings Appendix 
There are no related proceedings. 

XL Conclusion 

Appellant, in summary, reiterates that no tee with a PTFE surface, coating or 
layer is shown nor suggested in the prior art. The combination of references fails to 
provide the limitations of Appellant's invention or to give any motivation to make his 
claimed invention. 

Accordingly, favorable consideration is respectfully requested. 


Respectfully submitted^ 

William D. Lee, Jr. 
Registration No. 22,660 
McNair Law Firm, P.A. 
P.O. Box 10827 
Greenville, SC 29603-0827 
Telephone: (864) 232-4261 
Facsimile: (864) 232-4437 
E-Mail: IPDocket@mcnair.net 
Attorney for the Appellant 
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